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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 20 May 2002 . 
2a)D This action is FINAL. 2b)Kl This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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4) ^ Claim(s) 1-79 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) M Claim(s) 1-79 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)E3 The drawing(s) filed on 01 March 2002 is/are: a)S accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
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2. Q Certified copies of the priority documents have been received in Application No. . 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . This office action is responsive to communications filed 20 May 2002. 

2. Claims 1-79 are pending. 

Information Disclosure Statement 

3. The information disclosure statement (IDS) submitted on 24 February 2003 has been 
considered by the Examiner. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject 
matter which the applicant regards as his invention. 

5. Claims 30, 38 and 68 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distincdy claim the subject matter which applicant regards as 
the invention. 

6. The term "near" in claims 30, 38 and 68 is a relative term which renders the claim indefinite. 
The term "near" is not defined by the claim, the specification does not provide a standard for 
ascertaining the requisite degree, and one of ordinary skill in the art would not be reasonably 
apprised of the scope of the invention. 

7. Claims 30, 31, 38 and 39 recites the limitation "the user" in line 2. There is insufficient 
antecedent basis for this limitation in the claim. For purposes of examination, the limitation will be 
interpreted to read "a user. . 
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Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this or a 
foreign country, before the invention thereof by the applicant for a patent. 

9. Claims 1-79 are rejected under 35 U.S.C. 102(a) as being anticipated by "Windows XP 
Application Compatibility Technologies" by Morehouse et al., hereafter XP. 

Per claim 1: 

XP discloses: 

receiving a request to launch an application ( Cf When matching information determines that 
the user is about to run an incompatible application. . on page 4) 
determining if there is a custom database for said requesting application, wherein said 
custom database includes an operating system provided compatibility fix ("Windows XP 
can. . .invoke a compatibility fix. . ." on page 4. Further, the database of compatibility fixes 
included with the operating system. . ." on page 9) 

if there is a custom database for said requested application, adding said compatibility fix in 
said custom database to a list of compatibility fixes for said requested application ("the 
group of fixes being used" on page 11) 

applying said compatibility fixes on said list to said requested application ("apply custom 
compatibility fixes to applications. . on page 13) 
substantially as claimed. 
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Per claim 26: 

XP discloses: 

identifying an application to be fixed ("selecting the application from a list of applications 
with known problems. . on page 8) 

selecting an operating system provided compatibility fix ("apply one or more of the 
numerous fixes available. . ." on page 11) 

storing said selected compatibility fix in a custom database for said application ("creating and 
maintaining custom compatibility databases. . .add to or more from your custom database 
any specific fixes. . on page 11. Further, note Figures 6 and 7) 
substantially as claimed. 

Per claims 13, 34, 42, 47, 50, 55, 58, 61, 64 and 73: 

The rejection of claims 1 and 26 is incorporated, and further, claims 13, 34, 42, 47, 50, 55, 58, 61, 64 
and 73 recite substantially similar limitations from claims 1 and 26 and are therefore rejected under 
the same rationale. 

Per claims 2, 14 and 15: 

XP further discloses a custom database capable of storing a plurality of operating system provided 
compatibility fixes and said plurality of compatibility fixes are added to said list of compatibility fixes 
for said requested application (Note at least Figure 7 and the corresponding discussion.) 



Per claims 3, 16, 59 and 62: 
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XP further discloses determining if a central database includes one identifying attribute of an 
incompatible application that matches one identifying attribute of said requested application, and if 
one identifying attribute of said incompatible application matches one identifying attribute of said 
requested application, determining if said central database includes information about a custom 
database for said incompatible application ("These technologies work by virtue of 'matching 
information' — that is, the application-specific information that enables the operating system to 
identify applications. . ." on page 2. Further, note the Application Database files on pages 2 and 3, 
and further, "When matching information determines that the user is about to run an incompatible 
application, Windows XP can. . .invoke a compatibility fix...'' on page 4.) 

Per claims 4 and 17: 

XP further discloses an executable name attribute ("include the file name. . on page 2) 
Per claims 5, 18, 46, 54, 60 and 63: 

XP further discloses if one identifying attribute of said incompatible application matches one 
identifying attribute of said requested application, and if said central database contains information 
about a custom database for said incompatible application, determining if said custom database for 
said incompatible application contains additional identifying attributes of said incompatible 
application that match additional identifying attributes of said requested application ("These 
technologies work by virtue of 'matching information' — that is, the application-specific information 
that enables the operating system to identify applications. . on page 2. Further, note the 
Application Database files on pages 2 and 3, and further, "When matching information determines 
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that the user is about to run an incompatible application, Windows XP can. . .invoke a compatibility 
fix..." on page 4.) 

Per claims 6 and 19: 

XP further discloses identifying attributes including a size attribute, a version attribute, and a 
checksum attribute ("its size, a checksum of the file's contents, the file version. . ." on page 2) 

Per claims 7, 9, 20 and 22: 

XP further discloses determining if there is an operating system provided compatibility fix for said 
requested application, and if there is an operating system provided compatibility fix, adding said fix 
to said list of compatibility fixes for said requested application (Note at least Figure 7 and the 
corresponding discussion.) 

Per claims 8, 10, 21, 23, 44 and 52: 

XP further discloses determining if a central database includes identifying attributes of an 
incompatible application that match identifying attributes of said requested application, and if so, 
determining if said central database includes information about an operating system provided 
compatibility fix for said incompatible application ("These technologies work by virtue of 'matching 
information' — that is, the application-specific information that enables the operating system to 
identify applications. . on page 2. Further, note the Application Database files on pages 2 and 3, 
and further, <c When matching information determines that the user is about to run an incompatible 
application, Windows XP can. . .invoke a compatibility fix..." on page 4.) 
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Per claims 11 and 12: 

The rejection of claims 1-10 are incorporated, and further, claims 11 and 12 recite substantially 
similar limitations from claims 1-10 and are therefore rejected under the same rationale. 

Per claims 24 and 25: 

The rejection of claims 13-23 are incorporated, and further, claims 24 and 25 recite substantially 
similar limitations from claims 13-23 and are therefore rejected under the same rationale. 

Per claims 27 and 35: 

XP further discloses selecting a plurality of operating system provided compatibility fixes for said 
application and storing said plurality of selected operating system provided compatibility fixes in said 
custom database for said application ("creating and maintaining custom compatibility 
databases. . .add to or remove from your custom database any specific fixes. . on page 1 1) 

Per claims 28, 36, 43 and 51: 

XP further discloses storing identifying attributes of said application in a central database, and 
storing information about said custom database for said application in said central database (Note 
the Application Database files on pages 2 and 3, and further, <r When matching information 
determines that the user is about to run an incompatible application, Windows XP can. . .invoke a 
compatibility fix. . on page 4.) 



Per claims 29, 37, 45 and 53: 
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XP further discloses storing additional identifying attributes of said application in said custom 
database for said application ("application-specific information that enables the operating system to 
identify applications and act appropriately. . .Matching information. . .may include the file name, its 
size, a checksum of the file's contents, the file version. . ." on page 2) 

Per claims 30, 38 and 68: 

XP further discloses generating identifying attributes for files ("application-specific information that 
enables the operating system to identify applications and act appropriately. . .Matching 
information. . .may include the file name, its size, a checksum of the file's contents, the file 
version. . ." on page 2) 

Per claims 31, 39, 70 and 72: 

XP further discloses applying said selected operating system provided compatibility fixes and 
running said application in a test mode ("In the final portion of the wizard, you can test the 
compatibility settings you have selected") 

Per claims 32 and 33: 

The rejection of claims 26-31 are incorporated, and further, claims 32 and 33 recite substantially 
similar limitations from claims 26-31 and are therefore rejected under the same rationale. 

Per claims 40 and 41: 

The rejection of claims 34-39 are incorporated, and further, claims 40 and 41 recite substantially 
similar limitations from claims 34-39 and are therefore rejected under the same rationale. 
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Per claims 48 and 49: 

The rejection of claims 42-47 are incorporated, and further, claims 48 and 49 recite substantially 
similar limitations from claims 42-47 and are therefore rejected under the same rationale. 

Per claims 56 and 57: 

The rejection of claims 50-55 are incorporated, and further, claims 56 and 57 recite substantially 
similar limitations from claims 50-55 and are therefore rejected under the same rationale. 

Per claim 65: 

XP further discloses a user interface for use in association with creating said custom database for 
said application, wherein the user interface is displayed to a user and comprises one or more dialog 
boxes for requesting information about said incompatible application from the user (Note Figures 3- 
7 and the corresponding discussion.) 

Per claim 66: 

XP further discloses an option to browse for the path to the executable file for said incompatible 
application and upon selecting of said browse option, further browsing for the path of the 
executable file for said incompatible application that matches said information provided by the user 
(Note Figure 5, Browse option for the application to be fixed.) 



Per claim 67: 
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XP further discloses a menu including a list of identifying attributes of said incompatible application, 
selecting one of said identifying attributes, and identifying said incompatible application using said 
selected identifying attribute (Note Figures 3-7 and the corresponding discussion.) 

Per claims 69 and 71: 

XP further discloses a menu including a list of operating system provided compatibility modes, and 
storing a set of compatibility fixes in said selected compatibility mode in said custom database for 
said incompatible application (Note Figures 5-7 and the corresponding discussion. Further, "Once 
you have added all the necessary compatibility fixes to your custom database, you can save the 
database. .." on page 12.) 

Per claims 74-79: 

XP further discloses launching said application after the step of applying said compatibility fixes on 
said list to said requested application ("This applies the appropriate compatibility mode whenever 
the executable file is run") 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

11. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Trenton J. Roche whose telephone number is (571) 272-3733. The examiner 
can normally be reached on Monday - Friday, 9:00 am - 5:30 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Kakali Chaki can be reached on (571) 272-3719. The fax phone number for the organization where 
this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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